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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)D All b)[J Some * c)Q None of: 

1 0 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 3 7 CFR 1.114, including the fee set forth in 3 7 CFR 1 . 1 7(e), 
was filed in this application after final rejection. Since this application is eligible for continued examination under 
37 CFR 1,114, and the fee set forth in 37 CFR 1. 17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 1 1-28-2005 has been entered. 

Response to Arguments 

2. Applicant's arguments filed on 09-26-2006 have been fully considered. A response to these arguments is 
provided below. 

Prior Art Rejections 

Summary of Argument : 

Applicant has added a limitation to the independent claims and argues that the Yamada reference does not teach this 
new limitation. 

Examiner 's Response : 

The examiner is unpersuaded. The added limitation is indeed taught by Yamada. The rejection is kindly provided 
below. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1, 5, 6, 17, 20, 24, 25, 36, 38, 39, 43, 44 and 55 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Yamada (USPN 6,239,837 Bl). 

With regard to claim 39, which is representative of claim 1, Yamada discloses at least two storing means 
different in storing format from each other; each for storing image data input via inputting means, said at least two 
storing means including an external storage and at least one of a video memory and a hard drive (see Yamada Figure 
4: The reference discloses a frame memory, a main memory, and an auxiliary memory. Applicant has correctly 
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asserted that the main memory and the auxiliary memory are both non-volatile memories. As a result, both the main 
memory and the auxiliary memory are long-term memories. The frame memory, however, is a short-term volatile 
memory (Yamada col. 6 lines 1-8). Therefore the claimed limitation of "at least two storing means different in 
storing from each other" is met by the Yamada reference. The image pickup optical system disclosed in Yamada is 
analogous to the inputting device recited in the claim. Further, the claimed limitation that "at least two storing 
means including an external storage and at least one of a video memory and a hard drive is also met by Yamada. 
The main memory is a hard drive. The auxiliary memory is external storage. 

Yamada further discloses a transfer controller constructed to control transfer of the image data between the 
storing devices (column 1 lines 48-51). The control means disclosed in Yamada is analogous to the transfer 
controller recited in the claim in that it controls the transfer of the image data between the storing devices. 

Yamada further discloses a checking device included in the transfer controller which determines whether or 
not a storing device included in a destination, to which the image data should be transferred, has a capacity great 
enough to store the image data (column 1 lines 65-67). Yamada discloses that this determination is made by the 
transfer controller (control means), but does not explicitly state that a checking device included in the transfer 
controller is making the determination. The transfer controller, however, would not be able to make this 
determination without employing some sort of checking device. As a result, a checking device is inherently 
included in the transfer controller. 

Yamada further discloses a system configured for use in a digital camera. A digital camera is inherently an 
image forming apparatus. 

With regard to claim 20, Yamada discloses a method of controlling a transfer of image data, input via 
inputting means, between a plurality of storing means which determines whether or not the destination storing 
means has a capacity great enough to store the image data, and interrupts the transfer if the capacity of the storing 
means is short (column 1 line 65 - column 2 line 4). The temporary stopping of transferring as disclosed in Yamada 
is analogous to interrupting the transfer as recited in the claim. 

With regard to claim 38, the claim recites the method of claim 20 and further discloses storing a program 
on a computer readable which executes the method. A computer-readable recording medium that stores a program 
which causes the computer to execute the steps of a method is essential if the image processing method disclosed in 
Yamada is to function. Therefore, a computer-readable recording medium is inherent in the teachings of Yamada. 

With regard to claim 55, which is representative of claims 17 and 36, Yamada discloses that the checking 
device determines whether or not the transfer is allowable by determining whether or not the residual capacity is 
zero (column 11 lines 40-51). 

With regard to claim 43, winch is representative of claims 5 and 24, Yamada discloses a display configured 
to display, when said checking device does not allow the transfer because the total amount of the image data exceeds 
the residual capacity of the destination, a short memory capacity or the total amount of the image data of the image 
files or the pages designated and the residual capacity of the destination (Yamada column 10 lines 16-34). 
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With regard to claim 44, which is representative of claims 25 and 6, Yamada discloses displaying the 
number of image files in the main memory (files designated for transfer) and the number of files that can be copied 
to the destination storing device (column 10 lines 16-35). The amount of image files that need to be reduced in 
order for the transfer to be allowed is simply the difference between these two numbers. As long as the number of 
files that can be copied to the destination storing device is more than zero, image data can be transferred if the 
amount to be transferred is reduced. As a result, all of the limitations of the claim are inherent in Yamada. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections set 
forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 19 and 57 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yamada in view of 
Nakatani (USPN 5,063,459). 

With regard to claim 57, which is representative of claim 19, the arguments related to the image storing 
device given with respect to claim 39 in paragraph 3 above are incorporated herein. Yamada further discloses an 
inputting device comprising an image data storing device, which includes an interface (Yamada column 4 lines 20- 
42 in conjunction with Figure 3), and receives image data output from an image reading unit (Y amada column 5 
lines 1 3-35 in conjunction with Figure 4). The combination of the CCD device 76, the process circuit 78 and the 
A/D converter 80 as disclosed in Yamada is analogous to the image reading unit recited in the claim. 

Yamada further discloses outputting image data from the image storing device (Y amada column 3 lines 34- 
39), but fails to expressly disclose an image forming device which forms an image in accordance with the output 
data. Nakatani, however, discloses an image forming device for forming an image in accordance with data output 
from a storing device (Nakatani column 1 lines 56-59). It would have been obvious to one reasonably skilled in the 
art at the time of the invention to modify Yamada's image processing apparatus by including an image forming 
means to form images in accordance with output data of the storing device as taught by Nakatani. Such a 
modification would have made for a more robust image processing apparatus that could form images from memory 
for the purpose of displaying or further processing them. 

7. Claims 2, 5, 6, 16, 21, 24, 25, 35, 40, 43, 44 and 54 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamada in view of Wakui (USPN 5,742,339), The arguments as to the relevance of Yamada as 
applied to claims 1, 20 and 39 in paragraph 2 above are incorporated herein. 
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With regard to claim 40, wliich is representative of claims 2 and 21, Yamada determines the amount of 
residual capacity in the destination storing device and the amount of image data designated for transfer (the amount 
of image data stored in main memory) and the number of these designated images that can be transferred to the 
destination storing device (Yamada column 9 line 65 - column 10 line 10). Yamada displays this information and 
allows the user to make the determination of whether or not a transfer is allowable. Wakui, however, discloses 
making a comparison to determine whether or not a transfer is allowable (Wakui column 9 lines 1-12 in conjunction 
with Figure 2B). 

It would have been obvious to one reasonably skilled in the art at the time of the invention to modify 
Yamada's image storing device by adding the determination of transfer allowability as taught by Wakui. Such a 
modification would have eliminated the possibility of user error in transferring images to the destination storing 
device by not allowing a transfer in which the image data to be transferred exceeded the residual capacity of the 
destination storing device. This would have made for a more robust, user-friendly device. 

With regard to claim 54, which is representative of claims 16 and 35, Yamada determines a number of 
residual files available at the destination and a number of files designated as objects of transfer (Yamada column 9 
line 65 - column 10 line 10). Yamada displays these numbers and allows the user to make the determination of 
whether or not a transfer is allowable. Wakui, however, discloses making a comparison to determine whether or not 
a transfer is allowable. (Wakui column 9 lines 1-12 in conjunction with Figure 2B). 

It would have been obvious to one reasonably skilled in the art at the time of the invention to modify 
Yamada's image storing device by adding the determination of transfer allowability as taught by Wakui. Such a 
modification would have eliminated the possibility of user error in transferring images to the destination storing 
device by not allowing a transfer in which the image data to be transferred exceeded the residual capacity of the 
destination storing device. This would have made for a more robust, user-friendly device. 

With regard to claim 43, which is representative of claims 5 and 24, Yamada discloses a display for 
displaying the total amount of image data of the designated image files and the residual capacity of the destination 
(Yamada column 10 lines 16-35). The image data stored in the main memory as disclosed in Yamada is analogous 
to the designated image files as recited in the claim. 

With regard to claim 44, which is representative of claims 6 and 25, the combination of Yamada and Wakui 
teaches determining whether or not a transfer of designated image files is allowed based on a comparison between 
the size of the designated files and a residual memory capacity. The combination also teaches displaying the total 
number of image files designated for transfer and the number of files that can be transferred to the destination. 
Consequently, the determination of whether or not the image data can be transferred if a number of image files is 
reduced is taught in the combination of Yamada and Wakui. 

8. Claims 7-9, 11-15, 26-28, 30-34, 45-47 and 49-53 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Yamada and Wakui as applied to claims 2, 21 and 40 above, and further in 
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view of Yoshiura et al. (USPN 5,854,693). The arguments as to the relevance of Yamada and Wakui as applied in 
paragraph 5 above are incorporated herein. 

With regard to claim 45, which is representative of claims 7 and 26, the combination of Yamada and Wakui 
discloses determining whether or not a transfer can be made if a number of the image files or pages is reduced (see 
the argument with respect to claim 44 above), but does not expressly disclose determining the image files whose 
designation should be canceled. Yoshiura, however, discloses determining the image files whose designation should 
be canceled (Yoshiura column 5 lines 35-43). The image data transferred through the transmission apparatus to 
another image processing apparatus as disclosed in Yoshiura is analogous to the image data whose designation is 
canceled as recited in the claim. It would have been obvious to one reasonably skilled in the art at the time of the 
invention to modify the combination of Yamada and Wakui 's image storing apparatus in order to determine which 
designated image files not to transmit to the destination. Such a modification would have allowed for a more robust 
system in that it would automatically determined which image files to send and which ones should have their 
transmission canceled. 

With regard to claim 46, which is representative of claims 8 and 27, Yamada discloses estimating the 
number of image files that can be transferred to the destination storing device such that image files are transferred 
until there is no longer space to hold any more (Yamada col. 9 line 65 - col 10 line 10). As a result, the limitation 
that a minimum number of image files is cancelled is taught in the combination of Yamada, Wakui and Yoshiura. 

With regard to claim 47, which is representatiave of claims 9 and 28, Yamada discloses estimating the 
number of image files that can be transferred to the destination storing device such that image files are transferred 
such that image files are transferred until there is no longer space to hold any more Yamada col. 9 - col 10 line 10). 
As a result, the limitation that the transfer of image files is cancelled such that the residual capacity of the 
destination storing device becomes a minimum is taught in the combination of Yamada, Wakui and Yoshiura. 

With regard to claim 49, which is representative of claims 1 1 and 30, all of the limitations of the claims 
have been addressed in the above argument with respect to claim 47. 

With regard to claim 50, which is representative of claims 12 and 3 1, all of the limitations of the claim have 
been addressed in the above argument with respect to claim 46. 

With regard to claim 51, which is representative of claims 13 and 32, Yamada discloses displaying the files 
which are to be transferred into storage and Wakui discloses a display which shows a user when the transfer of an 
image file is cancelled. As a result, the combination of Yamada, Wakui and Yoshiura teaches displaying the image 
files to be cancelled. 

With regard to claim 52, which is representative of claims 14 and 33, Yamada further discloses 
distinguishing the image data which have been transferred into the destination storage and image data which have 
not been transferred (Yamada column 9 line 66 - column 10 line 10). 

With regard to claim 53, which is representative of claims 15 and 34, all of the limitations of the claim have 
been addressed in the above argument with respect to claim 51. 
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9. Claims 3, 4, 22, 23, 41 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Yamadaand Wakui as applied to claims 2, 21 and 40, and further in view of well known prior art. 
The arguments as to the relevance of Yamada and Wakui as applied in paragraph 5 above are incorporated herein. 

Referring to claim 41, which is representative of claims 3 and 22, the claim further limits claim 40 by 
adding that the checking device determines transfer allowability before the start of the transfer and that the 
destination storing device inhibits a plurality of simultaneous write accesses. 

Referring to claim 42, which is representative of claims 4 and 23, the claim adds that the storing device of 
claim 41 uses a write limiting type of storing medium. 

With regard to the first limitation of claim 41 (as listed above), Wakui discloses determining whether a 
transfer is allowable before the start of the transfer (Wakui column 9 lines 1-12). 

With regard to the latter limitation of claim 41 and the limitation of claim 42, Yamada and Wakui disclose 
a generic destination storing device and fail to specify whether or not the storing device inhibits a plurality of 
simultaneous write accesses or uses a write limiting type of storing medium. Storing devices that inhibit a plurality 
of simultaneous accesses and use a write limiting type of storing medium, however, are well known in the art 
(Official Notice). The problem addressed by Yamada and Wakui 's system is true of any storage device, regardless 
of its specific characteristics. It would have been obvious to one reasonably skilled in art at the time of the invention 
to determine transfer allowability to the destination storing device before making the transfer, regardless of whether 
the device inhibited simultaneous write access or used a write limiting type of storing medium, in order to prevent 
erroneous transfers of image data. 

10. Claims 18, 37 and 56 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yamada in view of 
well-known prior art. The arguments as to the relevance of Yamada as applied in paragraph 2 above are 
incorporated herein. 

Referring to claim 56, which is representative of claims 18 and 37, the claim recites all of the limitations of 
claim 55 and further adds that the checking device makes this determination when the destination storing device 
allows a plurality of simultaneous accesses. Yamada discloses a generic destination storing device (auxiliary 
memory) and does not specify whether or not the storing device allows a plurality of simultaneous accesses. Storing 
devices that allow a plurality of simultaneous accesses, however, are well known in the art (Official Notice). The 
problem addressed by Yamada's system is true of any storage device, regardless of its specific characteristics. It 
would have been obvious to one reasonably skilled in art at the time of the invention to check the residual capacity 
of the storage device, regardless of whether it allows for simultaneous access, in order to ensure that it had the 
capacity to store the transferring image data. 

1 1 . Claims 10, 29 and 48 are rejected under 35 U.S.C. 103(a) as being unpatentable over the combination of 
Yamada, Wakui and Yoshiura as applied to claims 8, 27 and 46 above, and further in view of Ikegaya et al 
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(5,379,124). The arguments as to the relevance of this combination as applied in paragraph 6 above are incorporated 
herein. 

With regard to claim 48, which is representative of claims 10 and 29, Ikegaya discloses cancelling the transmission 
of the image files which have a low order of designation (Ikegaya column 8 lines 47-66). The priority of image data 
as disclosed in Ikegaya is analogous the the order of designation as recited in the claim. The method of transmitting 
image data preferentially on the basis of high priority as disclosed in Dcegay is analogous to maximizing image files 
with a low order of designation as recited in the claim. It would have been obvious to one reasonably skilled in the 
art at the time of the invention to modify Yamada, Wakui and Yoshiura's image storing apparatus by cancelling the 
transmission of image files on the basis of priority as taught by Ikegaya. Such a modification would have made for 
a system in which only the most important image data was transferred and the image files which were not as crucial 
weren't taking up a limited residual capacity in a storage device. 



Conclusion 

12. Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Patrick L Edwards whose telephone number is (571) 272-7390. The examiner can normally be reached 
on 8:30am -5:00pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Joe Mancuso 
can be reached on (571) 272-7695. The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




